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LEGAL FRAMEWORK

Domestic law
jhat is the primarE legislation goHerning trademarks in Eour ?urisdiction,

The Trade Marks Act 1995 (Cth) and the Trade Mark Regulations 1995 (Cth) govern the 
registration of trademarks and the rights derived from trademark registrations. These are 
federal laws that apply at a national level and in all Australian states and territories.

Law stated - 7 November 2025

International law
jhich international trademark agreements has Eour ?urisdiction signed,

Australia is a contracting party to each of the following:

• the Madrid Protocol;

• the Paris Convention for the Protection of Industrial Property;

• the Agreement on Trade-Related Aspects of Intellectual Property Rights;

• the Nice Agreement Concerning the International ClassiScation of Goods and 
,ervices for the Purposes of the Registration of Marks;

• the ,ingapore Treaty on the Law of Trademarks; and

• the Trademark Law Treaty.

Law stated - 7 November 2025

Regulators
jhich goHernment bodies regulate trademark law,

IP Australia is the federal body responsible for administering intellectual property rights and 
legislation relating to trademarksF including the examination and registration of trademarks. 
An unsuccessful applicant can appeal directly to the qederal Court or qederal Circuit CourtF 
or in limited matters to the Administrative Appeals Tribunal.

Law stated - 7 November 2025

REGISTRATION AND USE

Ownership of marks
jho maE applE for registration,

Any person or persons having legal personality and claiming ownership of a trademark can 
apply for the registration of a trademark under the Trade Marks Act 1995 (Cth) (the Act). The 
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rejuirement for legal personality does not apply to applications for collective trademarks. If 
two or more persons have an interest in the trademarkF they may make a ‘oint application.

Law stated - 7 November 2025

Scope of trademark
jhat maE and maE not be protected and registered as a trademark,

Under the ActF a ’trade markH is a sign used or intended to be used to distinguish their goods 
or services from those of any other person. A ’signH includes any letterF wordF nameF signatureF 
numberF deviceF brandF headingF labelF ticketF aspect of packagingF shapeF colourF sound or 
scentF or any combination of these.

Applications may be Sled for defensiveF certiScation or collective trademarks.

Law stated - 7 November 2025

Unregistered trademarks
yan trademark rights be established without registration,

It is possible to establish rights in an unregistered or ’common lawH trademark in Australia. 
Because Australia is a ’Srst-to-useH ‘urisdictionF if a trademark has been used but not 
registered domesticallyF the owner of the trademark will be the Srst user. In the absence of 
a trademark registrationF the trademark owner may rely on the Australian Consumer Law or 
the common law tort of ’passing offH to assert its rights. DoweverF it can be di$cult to assert 
these rights unless the trademark owner is able to establish a reputation in the trademarkF 
and that use of the same or a similar mark by a third party is likely to mislead or deceive.

Law stated - 7 November 2025

Famous foreign trademarks
Is a famous foreign trademark afforded protection eHen if not used 
domesticallE, If soq must the foreign trademark be famous domesticallE, 
jhat proof is re4uired, jhat protection is proHided,

Australian law does not explicitly recognise famous or well-known trademarks; howeverF a 
trademark with a substantial reputation in Australia will have the beneSt of broader protection 
than a trademark with a lesser reputation.

If a trademark owner is able to establish that the reputation of a trademark in Australia is so 
substantial that use of another mark would be likely to deceive or cause confusion among a 
signiScant number of consumersF the trademark owner can prevent registration of the other 
trademark even if the other trademark is not ’substantially identicalH or ’deceptively similarH to 
the trademark or used in relation to closely related goods and services. Information that may 
be relied upon to prove a reputation may include high sales volumes or extensive advertising 
and promotion.
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If the owner of a famous foreign trademark has used the trademark to such an extent in 
relation to certain goods and services that the unauthorised use of the trademark in relation 
to other goods or services might mislead consumersF the trademark owner is also able to 
Sle an application to register a defensive trademark in respect of those other goods and 
services. A defensive trademark is not sub‘ect to the same use rejuirements as a standard 
trademarkF but it can only be Sled as a complement to an existing registration for the same 
mark that is in use in Australia.

Law stated - 7 November 2025

The beneVts of registration
jhat are the beneCts of registration,

The beneSts of trademark registration include:

• the exclusive right to use and authorise the use of a trademark in AustraliaF in relation 
to the goods or services for which it is registered;

• statutory rights that are signiScantly easier to enforce than actions for the common 
law tort of ’passing offH or under the provisions of the Australian Consumer LawF and 
that include the right to obtain relief from the court for trademark infringement; and

• a discrete asset that can be sold independently of the goodwill in a businessF or 
licensed.

Law stated - 7 November 2025

Filing procedure and documentation
jhat documentation is needed to Cle a trademark application, jhat rules 
goHern the representation of the mark in the application, Is electronic 
Cling aHailable, -re trademark searches aHailable or re4uired before 
Cling, If soq what procedures and fees applE,

4ocumentation such as a power of attorney or certiScate of good standing is not rejuired 
to Sle a trademark application in Australia.

Trademark applications are Sled electronically through the online services portal of IP 
Australia.

A trademark must be able to be represented graphically to be registrable. The representation 
of the mark should be su$cient to identify the trademark.

Trademark searches are not rejuired prior to Sling but are generally recommended.

Law stated - 7 November 2025

Registration time frame and cost
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.ow long does it tEpicallE takeq and how much does it tEpicallE costq to 
obtain a trademark registration, jhen does registration formallE come 
into effect, jhat circumstances would increase the estimated time and 
cost of Cling a trademark application and receiHing a registration,

If no ob‘ections are raised or oppositions SledF a trademark may be registered once at least 
seven months have passed since the Sling date. If ob‘ections are raised by the Registrar 
during examinationF the applicant will be granted 15 months from the date of the examination 
report to overcome the ob‘ections. An opposition Sled by a third party would further delay 
registration of the trademark.

Once a trademark is registeredF the effective date of registration is the ’priorityH dateF which 
is typically the date on which the application was Sled.

O$cial fees of AJW00 per class apply to an application made using the standard Sling serviceF 
or AJ250 per class for applications Sled using IP AustraliaHs pre-approved ’picklistH.

Law stated - 7 November 2025

ClassiVcation system
jhat classiCcation sEstem is followedq and how does this sEstem differ 
from the International ylassiCcation SEstem as to the goods and serHices 
that can be claimed, -re multiVclass applications aHailable and what are 
the estimated cost saHings,

Australia has adopted the Nice ClassiScation of Goods and ,ervices. Multi-class applications 
are available with payment of additional fees per class. There are no reductions in fees for 
Sling a multi-class application.

Law stated - 7 November 2025

Examination procedure
jhat procedure does the trademark o5ce follow when determining 
whether to grant a registration, -re applications eMamined for potential 
con6icts with other trademarks, -re letters of consent accepted to 
oHercome an ob?ection based on a thirdVpartE mark, AaE applicants 
respond to re?ections bE the trademark o5ce,

The Registrar will examine the application under the Act for compliance with the Sling 
rejuirementsF registrability on absolute grounds and potential con8icts with other registered 
or pending trademarks. The Registrar will issue an examination report in respect of any 
ob‘ections raised and the applicant will be given a deadline of 15 months from the Srst 
examination report to respond and overcome the ob‘ections. If the ob‘ections are withdrawnF 
the application will be accepted and advertised in the Trade Marks 7ournal.

The Registrar has discretion to accept a letter of consent and letters of consent will generally 
be considered persuasive even in cases where the trademarks are substantially identicalF for 
the same goods and used in the same markets.
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Law stated - 7 November 2025

Use of a trademark and registration
Does use of a trademark or serHice mark haHe to be claimed before 
registration is granted or issued, Does proof of use haHe to be submitted, 
-re foreign registrations granted anE rights of prioritE, If registration is 
granted without useq is there a time bE which use must begin either to 
maintain the registration or to defeat a thirdVpartE challenge on grounds 
of nonVuse,

It is not necessary to claim use of a trademark before registration is granted. DoweverF it 
may be necessary to Sle evidence of use during the course of examination to overcome an 
ob‘ection based on absolute or relative grounds.

,ince Australia is a party to the Paris ConventionF it is possible to claim priority based on a 
corresponding trademark Sled in a Convention memberHs country of origin in respect of any 
or all of the goods or services sought in the ’baseH application.

If the owner or authorised user of a registered trademark Sled after 2W qebruary 2019 does 
not use the trademark in Australia within three years of the date on which the particulars of 
the registered trademark were entered on to the RegisterF the trademark will be vulnerable to 
removal from the Register for non-use.

Law stated - 7 November 2025

Markings
jhat words or sEmbols can be used to indicate trademark use or 
registration, Is marking mandatorE, jhat are the beneCts of using and 
the risks of not using such words or sEmbols,

The � symbol can be used for any trademarkF whether registered or notF to indicate a claim of 
rights in the trademark.

The � symbol can be used with a trademark once it is registeredF but it is an offence to use 
the � symbol prior to the grant of registration.

Marking is not mandatory but is recommended to both assert rights in the trademark and to 
clearly evidence use of the trademark to limit its vulnerability to removal from the Register.

Law stated - 7 November 2025

Appealing a denied application
Is there an appeal process if the application is denied,

A decision of the Registrar to deny an application can be appealed in the qederal Court or the 
qederal Circuit Court within 21 days of the re‘ection being issued. Appeals are in the nature 
of de novo hearings.
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Law stated - 7 November 2025

Third-party opposition
-re applications published for opposition, AaE a third partE oppose an 
application prior to registrationq or seek cancellation of a trademark or 
serHice mark after registration, jhat are the primarE bases of such 
challengesq and what are the procedures, AaE a brand owner oppose a 
badVfaith application for its mark in a ?urisdiction in which it does not haHe 
protection, jhat is the tEpical range of costs associated with a thirdVpartE 
opposition or cancellation proceeding,

Once an application is accepted it is published in the Trade Marks 7ournal. A third party 
may Sle an opposition within the two-month period following the date of advertisement of 
the application by Sling a notice of intention to oppose with IP Australia. The opponent is 
generally a person who will be affected by the registration of the trademark. 3ithin one month 
of Sling the notice the opponent must Sle a statement of grounds and particularsF and the 
applicant will then have one month in which to Sle a notice of intention to defend. ThereafterF 
the opposition will proceed to evidence stagesF followed by a hearing.

The grounds of opposition are varied and include a third partyHs claim to ownership of the 
mark at common law or prior use of a similar trademarkF that use of the trademark would be 
contrary to lawF or bad faith. To establish a ground of bad faithF the opponent must show 
that reasonable persons would view the applicantHs conduct as being below acceptable 
standards of commercial behaviour.

If it appears that a trademark should not have been registeredF a third party may seek 
revocation of registration by the Registrar within 12 months after the registration has been 
recorded. If registration is revokedF the trademark will revert to a pending application.

A trademark Sled before 2W qebruary 2019 may be removed from the Register for non-use if 
it has been on the Register for Sve years. qor trademarks Sled after this dateF the trademark 
need only have been registered for three years to be vulnerable to removal for non-use.

Law stated - 7 November 2025

Duration and maintenance of registration
.ow long does a registration remain in effect and what is re4uired 
to maintain a registration, Is use of the trademark re4uired for its 
maintenance, If soq what proof of use is re4uired,

Trademark registrations remain in effect for an initial period of 10 years from the date of 
registrationF and can thereafter be renewed for further periods of 10 years. Evidence of use 
does not need to be Sled to maintain a registration; howeverF the trademark owner should be 
mindful that if the trademark is not used in AustraliaF it will be vulnerable to removal from the 
Register for non-use.

Law stated - 7 November 2025
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Surrender
jhat is the procedure for surrendering a trademark registration,

A trademark owner may voluntarily cancel a trademark registration by making a rejuest in 
writing to the Registrar. Only the trademark ownerF their address for service or an authorised 
signatory of the trademark owner (in the case of a company) may Sle a cancellation rejuest. 
If there are any claimed interests recorded against the trademarkF the Registrar will issue 
a notice to the claimant allowing them two months to provide a court order to stop the 
cancellation.

Law stated - 7 November 2025

Related IP rights
yan trademarks be protected under other IP rights,

In certain circumstancesF both the Copyright Act 196Q (Cth) and trademark law will protect 
original artistic works used as trademarks. Copyright in Australia automatically vests with 
the creator of a work on creation of the work and it is not necessary to register copyright. 
4epending on the nature of the workF copyright will last z0 years after the authorHs death.

3here a trademark concerns the aesthetics of a product design such as its shapeF colourF 
conSgurationF pattern or ornamentationF it can also be protected under the 4esigns Act 200/ 
(Cth). qor a mark to satisfy the rejuirements for design right protectionF it must be new and 
distinctive.

Law stated - 7 November 2025

Trademarks online and domain names
jhat regime goHerns the protection of trademarks online and domain 
names,

There is no separate regime in Australia for the protection of trademarks online. The 
Australian 4omain Name Authority (au4A) is the regulatory body responsible for the licensing 
of domain names to companies in Australia. Ownership of a trademark does not entitle the 
trademark owner to a licence for the domain name for the trademark. If a dispute arises in 
respect of a registered .au domain nameF the complainant must Sle a complaint with the 
au4A.

A domain name may be registrable as a trademark provided the applicant is also the 
registrant or authorised user of the domain nameF and unless any grounds for re‘ection of 
the application existF such as that the mark is likely to connote a generic top-level domain.

Law stated - 7 November 2025

LICENSING AND ASSIGNMENT
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Licences
AaE a licence be recorded against a mark in the ?urisdiction, .ow, 
-re there anE beneCts to doing so or detriments to not doing so, jhat 
proHisions are tEpicallE included in a licensing agreement,

3hile it is not mandatoryF parties can record their claims to interest or rights in respect of a 
trademark on the Register if they wish to receive certain notiScations from IP Australia that 
could affect the rights or interests claimed.

To make an application for recordal of a claim to an interest or right in a trademarkF the 
claimant must either Sle with the Registrar a claim form signed by both the trademark owner 
(or their agent) and the claimantF or submit documentary proof of the claimed interestF such 
as a licensing agreementF mortgage document or court order.

Typical provisions of a trademark licensing agreement will include:

• the term of the licence;

• whether the licence is exclusiveF non-exclusive or sole;

• whether the trademark can be sub-licensed;

• the territory in which the trademark can be used;

• any royalties or licensing fees payable to the licensor;

• limitations on the licenseeHs use of the mark; and

• juality control provisions.

Juality control clauses and Snancial control provisions are of particular importance. If a 
trademark owner does not exercise effective control over the licensed goods or servicesF 
they risk an abandonment of their rights to the trademark.

Law stated - 7 November 2025

Assignment
jhat can be assigned,

A trademark that is the sub‘ect of an application or that has been registered may be assigned 
either with or without the goodwill of the business. Unregistered trademarks may only be 
assigned with the goodwill of the business.

An assignment may be fullF that isF in respect of all of the goods and services covered by an 
application or registrationF or only partial. It is not necessary to assign other business assets 
for the assignment to be valid.

Law stated - 7 November 2025

Assignment documentation 
jhat documents are re4uired for assignment and what form must theE 
take, jhat procedures applE,
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Either the assignor or the assignee may apply to have the assignment recorded by Sling 
an application to record the assignment with the Registrar by way of IP AustraliaHs online 
services portal. The application must be in an ’approved formH and include the following 
details:

• the application or registration number of the trademark;

• the nameF address and address for service of the assignee;

• the address and address for service of the assignorF if the assignor makes the 
application; and

• a list of the goods or services to be assignedF or an indication that the assignment is 
made in full.

The application must be accompanied by a prescribed document establishing the title 
to the trademark. Prescribed documents include deeds or letters of assignmentF probate 
documents and merger or sale documents. Notarisation is not rejuired.

Law stated - 7 November 2025

5alidity of assignment
Aust the assignment be recorded for purposes of its HaliditE,

The Act rejuires that the Registrar be advised of the assignment of a trademark as soon as 
it occurs to ensure that the records of the Australian Trade Marks O$ce are accurate and up 
to date.

Law stated - 7 November 2025

Security interests
-re securitE interests recognised and what form must theE take, Aust the 
securitE interest be recorded for purposes of its HaliditE or enforceabilitE,

All claimed interests in a trademark should be recorded on the national Personal Property 
,ecurities Register (PP,R). Applications to register a security interest on the PP,R may be 
Sled online and include details of the trademark including the trademark number and the 
duration of the registrationF details of the secured party and payment of the applicable fees. 
Notarisation of documents is not rejuired.

3hile registration is voluntaryF a claimed interest will need to be properly recorded on the 
PP,R before a claimant can enforce their claimed interest against a third party. If a claimant 
does not perfect its interest and the grantor of the interest becomes insolventF the claimant 
may lose its asset.

Law stated - 7 November 2025

ENFORCEMENT
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Trademark enforcement proceedings
jhat tEpes of legal or administratiHe proceedings are aHailable to enforce 
the rights of a trademark owner against an alleged infringer or dilutiHe use 
of a markq apart from preHiouslE discussed opposition and cancellation 
actions, -re there specialised courts or other tribunals, Is there anE 
proHision in the criminal law regarding trademark infringement or an 
e4uiHalent offence,

Trademark infringement proceedings are brought as a civil suit in the qederal Court or qederal 
Circuit Court. Both courts adopt similar practice and procedure; howeverF the qederal Circuit 
Court is intended to provide a faster and more accessible forum for the determination of 
trademark matters. The Sling fees are lower than the qederal Court but the recoverable costs 
are typically lower in the qederal Circuit Court.

Criminal proceedings for trademark enforcement are available in limited circumstances. 
,ome acts that constitute trademark offences are also offences that can be prosecuted 
under the Criminal Code Act 1995 (Cth).

Law stated - 7 November 2025

Procedural format and timing
jhat is the format of the infringement proceeding,

It is the intention of the courts that intellectual property cases proceed as e$ciently as 
possible and that pleadings be more informal and concise. qor this reasonF evidence is 
usually in the form of a$davits. TypicallyF only limited discovery will be available and it is 
at the ‘udgeHs discretion. Live testimony by witnesses and expert or survey evidence are also 
allowable but are sub‘ect to court rules and directions of the ‘udge.

The length of the proceedings will depend on the facts of the caseF although proceedings 
in the qederal Circuit Court are typically determined much earlier than qederal Court 
proceedings.

Law stated - 7 November 2025

Burden of proof
jhat is the burden of proof to establish infringement or dilution,

To be successful in an action for trademark infringementF the plaintiff must establish that 
the defendant hasF without proper authorityF used as a trademark a sign that is substantially 
identical withF or deceptively similar toF the plaintiffHs trademark in relation to goods or 
services in respect of which the trademark is registeredF and that the defendant does not 
have an applicable defence.

Law stated - 7 November 2025

Standing
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jho maE seek a remedE for an alleged trademark Hiolation and under 
what conditions, jho has standing to bring a criminal complaint,

An action for trademark infringement may be brought by the registered trademark owner or 
an authorised user. The authorised user should obtain the consent of the registered owner 
to bring an infringement actionF unless:

• the registered owner has neglected to grant consent or has refused to grant consent 
when called upon by the authorised user; and

• there is no agreement in place that prevents the authorised user from bringing the 
proceedings independently of the registered owner.

3hile it is technically possible for any person to institute proceedings to commit a person 
for trial for a criminal offence under the Trade Marks Act 1995 (Cth)F criminal proceedings 
are more likely to be brought by the Australian qederal Police.

Law stated - 7 November 2025

Border enforcement and foreign activities
jhat border enforcement measures are aHailable to halt the import and 
eMport of infringing goods, yan actiHities that take place outside the 
countrE of registration support a charge of infringement or dilution,

The Act provides a procedure by which the registered owner or authorised user of a 
trademark can Sle with the Australian Border qorce (ABq) a notice of ob‘ection to the 
importation of goods that infringe the trademark. A notice of ob‘ection must be accompanied 
by a 4eed of Undertaking from the ob‘ector agreeing to repay the costs of any seiKures made 
by the ABq.

Once the notice is registeredF the ABq must seiKe goods bearing the trademark or a 
substantially identical or deceptively similar trademark unless they are satisSed that there 
are no reasonable grounds to believe that the importation of the goods would infringe the 
trademark. If goods are seiKedF the owner of the goods must make a claim for release of 
the goods. If a claim for release is madeF the ob‘ector must either commence legal action or 
consent to the release of the goods. If legal action is SledF the goods will be held by the ABq 
until a Snal determination has been made by the court as to whether the goods should be 
forfeited. UsuallyF goods that are forfeited are destroyed.

Law stated - 7 November 2025

Discovery
jhat discoHerE or disclosure deHices are permitted for obtaining eHidence 
from an adHerse partEq from third partiesq or from parties outside the 
countrE,

4irections for discovery in trademark infringement proceedings are rarely madeF and if made 
are typically limited. The court will consider the relevance of the discoveryF the scope of 
the discovery orders sought and the expense of compliance with the discovery orders. 
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Rejuests for the production of documents referred to in pleadings or evidence may be 
made. A summons or notice of production may be issued against non-parties in limited 
circumstancesF including parties outside the country.

Law stated - 7 November 2025

Timing
jhat is the tEpical time frame for an infringement or dilutionq or related 
actionq at the preliminarE in?unction and trial leHelsq and on appeal,

Time frames for preliminary in‘unctionsF trials and appeals will vary substantially depending 
on the choice of forumF the complexity of the case and the deadlines set by the relevant court. 
Proceedings in the qederal Circuit Court are typically determined much earlier than qederal 
Court proceedings. Motions for interlocutory in‘unctive relief may be heard and determined 
within one or two months of SlingF while a full hearing and determination of a dispute in 
the qederal Court will generally take 12 to 1Q monthsF although currentlyF delays are not 
uncommon.

Law stated - 7 November 2025

Limitation period
jhat is the limitation period for Cling an infringement action,

The limitation period for a trademark infringement action in Australia is six years from the 
date on which the Srst act of infringement arose.

Law stated - 7 November 2025

Litigation costs
jhat is the tEpical range of costs associated with an infringement or 
dilution actionq including trial preparationq trial and appeal,

Costs are allowable for work done and services performed. The amount recoverable will 
depend on the circumstances of the caseF including:

• the complexity of the matter;

• the di$culty or novelty of the juestions raised in the matter;

• the skillF specialist knowledge and responsibility involved;

• the number and importance of any documents;

• the value of the trademarks involved;

• research and consideration of juestions of law and fact;

• the care and conduct of the lawyer; and

• the time allowed for completion of work.
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Law stated - 7 November 2025

Appeals
jhat aHenues of appeal are aHailable,

4ecisions from a ‘udgment or order of a single ‘udge of the qederal Court or qederal Circuit 
Court can be appealed to the qull qederal Court with the leave of the qederal Court. A direct 
appeal or further appeal can also be made to the Digh Court provided special leave is granted 
by the Digh Court.

Law stated - 7 November 2025

Defences
jhat defences are aHailable to a charge of infringement or dilutionq or anE 
related action,

Acts that are not held to constitute infringement include:

• the plaintiffHs delay is a factor in the defendantHs claim to laches or acjuiescence;

• the trademark is the defendantHs business name;

• the defendant uses the trademark to indicate a characteristic of goods or servicesF 
such as their kindF jualityF juantityF intended purposeF valueF geographical origin or 
time of production or rendering;

• the defendant uses the trademark for the purpose of comparative advertising;

• the defendant is exercising its right to use the trademark as the registered owner of 
the same trademark for the same goods and services;

• the defendant would be able to obtain registration of the trademark if it applied for itF 
for exampleF as an ’honest concurrent userH of the trademark;

• the defendant is able to establish prior use of the trademark;

• the registered trademark is sub‘ect to limitations or disclaimersF such that the 
defendantHs use does not infringe the plaintiffHs exclusive rights;

• the plaintiff has impliedly consented to the defendantHs use of the trademark;

• the plaintiff relied upon a representation by the plaintiff that it had no ob‘ection to the 
defendantHs use of the trademark; and

• the plaintiff has fraudulently used the mark or falsely claimed that the trademark is 
protected.

Law stated - 7 November 2025

Remedies
jhat remedies are aHailable to a successful partE in an action for 
infringement or dilutionq etc, jhat criminal remedies eMist,
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In an action for trademark infringementF the court may grant an in‘unction andF at the option 
of the plaintiffF either damages or an account of proSts.

In a claim for interlocutory reliefF the court will consider:

• whether there is a serious issue to be tried;

• whether monetary damages would be an adejuate remedy; and

• whether the balance of convenience favours the grant of interlocutory relief to the 
plaintiff.

TypicallyF for the grant of an interlocutory in‘unctionF the plaintiff will be rejuired to provide 
an undertaking thatF if it fails to establish its case at trialF it will pay to the defendant damages 
re8ective of those caused by the grant of the in‘unction.

Ex parte orders may also be grantedF including Mareva in‘unctions to restrain the disposal 
of assets or Anton Piller orders for the preservation and inspection of articles or documents 
prior to trial.

Punitive damages are not available but the court has discretion to award additional or 
exemplary damagesF depending on the 8agrancy of the infringementF the need for deterrenceF 
the defendantHs conduct following infringement and any beneSt that the defendant accrued 
because of its infringement. The court may also order that the defendant erase the infringing 
trademark from goods in its possession of controlF and if erasure is not possible or is 
impracticableF it may instead order the delivery up or destruction of goods.

Possible criminal penalties include Snes or imprisonmentF that infringing goods be seiKed 
and destroyedF or that the proceeds of the infringement be conSscated.

Law stated - 7 November 2025

ADR
-re -DR techni4ues aHailableq commonlE used and enforceable, jhat are 
the beneCts and risks,

Trademark cases are commonly mediated as part of pretrial procedure at the qederal Court 
or qederal Circuit Court. The beneSts of mediation include more timely resolution and lower 
costs if the matter can be resolved before trialF greater customisation of the outcomeF Snality 
of settlement and conSdentiality in the mediation process. A settlement agreement reached 
as a result of mediation is legally binding and enforceable.

If the parties are not able to reach an agreementF the matter will return to the ‘udge and a 
discussion may be had as to preparations for trial.

Parties to a dispute may alternatively take advantage of the A4R options on offer from 
the 3orld Intellectual Property OrganiKationF such as mediationF arbitration or expert 
determination.

Law stated - 7 November 2025

UPDATE AND TRENDS 
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Key developments of the past year
-re there anE emerging trendsq notable court rulingsq or hot topics in the 
law of trademark infringement or dilution in Eour ?urisdiction,

• In Self Care IP Holdings Pty Ltd v Allergan Australia Pty Ltd (202/F Digh Court of 
Australia) the Court held unanimously that the reputation of a trademark owner (ieF 
how well known the mark is) is not relevant to the assessment of ’deceptive similarityH 
under section 120(1) of the Act.
 

This means that even if a mark is very famousF that does not automatically make another 
mark deceptively similar ‘ust because it leverages the reputation. 

This means that it is important to make sure that ’use as a trade markH and ’similarityH are 
assessed on their own termsF not elevated because the earlier mark is famous.

• In Koninklijke Douwe Egberts BV v Cantarella Bros Pty Ltd (202WF qederal Court 
and further decisions) the qederal Court provided further clarity regarding shape 
trademarks (ieF product packaging shapes) in Australia.
 

The decision emphasises that a shape mark must have distinctive features (not merely 
functional packaging) and that the presence of other badges of origin on packaging may 
reduce the markHs distinguishing function. 

,oF brands seeking protection via shape marks must show non-functional distinctivenessF 
and consider how actual packaging (with logosF labelsF etc) operates in the market.

• In Hemmes Trading Pty Limited v Establishment 203 Pty Ltd (202WF qederal Court) the 
Court found for the well-known ,ydney hospitality brand (Establishment) in a dispute 
with a Brisbane restaurant using ’E,TABLI,DMENT 20/H. 

The Court held that despite geographic separationF adding that ’20/H did not su$ciently 
differentiate the marks in the same class of restaurantLbar services.

An important takeaway from this case is that geographic separation alone may not avoid 
infringement if the mark is essentially the same and used in similar goods or services.

Law stated - 7 November 2025
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